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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7-05-07 
has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1,9-11, and 36-37 are currently pending. 

Response to Arguments 
Claim Rejections - 35 USC § 103 

4. Applicant's arguments filed 7-05-07 in reply to the rejection of claims 1,9-11 and 
36-37 under 35 USC 103(a) over Heitz et al. are moot in view of the new grounds of 
rejection set forth below. 

5. Claims 1, 9-11, and 36-37 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heitz et al. for the reasons of record, and further in view of Walker et 
al. (US Patent No. 3,563,750), and Gee et al. 

6. The disclosure of Heitz et al. sets forth derivatives of fluorescein, wherein the 
derivatives of fluorescein comprises "one or more" subtituents at eight different 
positions. Contrary to Applicant's assertions, and absent evidence to the contrary, the 
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compositions of Heitz et al. include the "high halogenated xanthene" compounds and 
compositions according to the present invention. 

7, As stated in the prior Office Action, Heitz et al: discloses a photodynamic 
medicament comprising halogenated xanthene compounds, such as derivatives of 
fluorescein (Col. 4, lines 15-25). These derivatives may have one or more substitutes in 
the 4, 5, 6, 7, 2\ 4\ 5', and T positions selected from the group consisting of fluoro, 
chloro, bromo, iodo, and etc. (col. 4, lines 22-27). The disclosure therefore 
encompasses recited compounds such as monobromoerythrosin, tribromoerythrosin, 
2 , ,4,5,6,7,7 , -tetrabromoerythrosin, and monochloroerythrosin. 

Heitz et al. teach using buffers for the medicament, see col. 5, lines 10-25. With 
respect to using different vehicles for medicaments, such as capsules, pellets, boluses, 
salt blocks, see col. 5, lines 25-28. 

Heitz et al. does not explicitly disclose the compounds of the instant invention. 

Walker et al. discloses halogenated xanthene compounds according to the 
present invention comprising the following structure col. 3, lines 50-75: 



These dyes may be represented by the formula nota- 
tion: 




Wherein M is hydrogen or a salt-forming cation, usually alkali metal, and normally sodium; X is hydrogen or halogen, 
normally chlorine, bromine or iodine (prefer- tetraphenylbiimidazole ably it is halogen, particularly bromine or iodine 
as in erythrosin and eosin); Y is hydrogen or halogen, normally chlorine, bromine or iodine (preferably it is chlorine as 
in Rose bengal, erythrosin and eosin). 
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Gee et al. (WO97/39064) disclose a compound having the structure of the recited 
4, 5, 6, 7-tetrabromoeryth rosin as in claim 3. Claim 3 recites a compound formula 
having two parts. The upper part relates to an xanthene:-related portion where R2-5 can 
be of iodine (I), and the lower part refers to a benzene ring where R13-15 can be of 
bromide (Br) (See claim 3, page 61-63). With respect to the features of "photodynamic 
treatment", applicant is reminded that a recitation of the intended use of the claimed 
invention, i.el "photodynamic treatment", must result in a structural difference between 
the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). 

In regards to the intended use of the claimed compositions for various treatments 
and administrations, absent evidence to the contrary if the prior art structure is capable 
of performing the intended use, then it meets the claim. 

"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 1 05 USPQ 233, 235 (CCPA 1 955). 

It would have been obvious to the ordinary skilled artisan at the time of the 
instant invention to combine the teachings of Heitz et al., Walker et al. and Gee et al. in 
the design of the instantly claimed invention. One of ordinary skill in the art would have 
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been motivated to modify the teachings of Heitz et al. with the compounds of Walker et 
al. and Gee et al. since the teachings of Heitz et al. clearly encompass the use of 
halogenated xanthene compounds having one or more substitutes in the 4, 5, 6, 7, 2', 
4', 5', and 7' positions selected from the group consisting of fluoro, chloro, bromo, iodo, 
and etc. (col. 4, lines 22-27), Moreover, this disclosure therefore encompasses recited 
compounds such as monobromoerythrosin, tribromoeryth rosin, 2',4,5,6;7,7'- 
tetrabromoeryth rosin, and monochloroerythrosin, and also as disclosed within teachings 
of Walker et al. and Gee et al. 

Declaration filed under 37 CFR 1.132 
8. It is noted that the Declaration filed 7-05-07 by Dr, Hershey was not sufficient to 
overcome the new rejection set forth above since the disclosure of compounds such as 
monobromoerythrosin, tribromoeryth rosin, 2',4,5,6,7,7'-tetrabromoerythrosin, and 
monochloroerythrosin, are clearly disclosed within the teachings of Walker et al. and 
Gee et al. Therefore, Applicant's assertions that the present invention is novel to the 
extent that synthesis of claimed compounds require highly specialized starting materials 
that must be combined in a very specific way to result in the claimed compounds is not 
supported by the specification as filed, which does not provide any guidance for 
synthesizing these compounds. Moreover, Applicant's Declaration appears to be an 
opinion expressed by Dr. Hershey since the Declaration does not set forth any evidence 
suggesting a significant level of unpredictability or difficulty in synthesizing the claimed 
compounds. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L. Epps-Ford whose telephone number is 571- 
272-0757. The examiner can normally be reached on M-F, 10:00 AM through 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Janet L. Epps-Ford/ 
Primary Examiner 
Art Unit 1633 

JLE 



